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DETAILED ACTION 

Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Specification 

2. The disclosure is objected to because of the following informalities: In paragraph 

2. " information" should be "information" and in paragraph 6, on page 4, line 11, "same 

cases" should be "some cases". 

Appropriate correction is required. 

Claim Objections 

3. Claim 3 is objected to because of the following informalities: in the second 
clause, the "a" in "a neighbor cell information items" should be deleted. Appropriate 
correction is required. 

4. Claim 5 is objected to because of the following informalities: It is unclear what 
"mounted channels" specifically means. The Examiner has interpreted this to mean the 
load or ability of a given base station to accept additional mobile stations in handover 
situations. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1-2 and 6-7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
U.S. Patent No. 6,119,005 to Smolik. 
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Smolik discloses all the elements/steps of independent claims 1 and 6, including 
a neighbor cell notifying apparatus/method for notifying a mobile station of 
predetermined information in a mobile communication network for implementing radio 
communication utilizing a plurality of cells between the mobile station and a base station 
(column 1, lines 14 to 31), the neighbor cell notifying apparatus/method comprising: cell 
information extracting means for extracting neighbor cell information items (e.g. pilot 
signal power) for specifying respective neighbor cells corresponding to each of said 
plurality of cells (column 6, lines 60 to 65); cell rank determining means for, based on 
the neighbor cell information items extracted, determining ranks of neighbor cell 
information items that the mobile station is to be notified of (column 7, Iine35 to column 
9, line 24), in favor of neighbor cell information items about neighbor cells common to a 
first cell and a second cell out of the plurality of cells (column 9, lines 25 to 45, discloses 
the use of round-trip delays to identify the base stations closest to the mobile 
subscriber, therefore it is inherent that a first and second cell would be identified); and 
cell information notifying means for notifying the mobile station of a predetermined 
number of neighbor cell information items among said neighbor cell information items 
on the basis of the ranks determined (column 1, lines 21 to 24 and column 9, lines 25 to 
45, it is inherent in view of the disclosed information that the base station communicates 
the updated neighbor list including power/signal strength to the mobile station). 

Smolik teaches all the elements/steps of independent claims 2 and 7, including a 
neighbor cell notifying apparatus/method for notifying a mobile station of predetermined 
information in a mobile communication network for implementing radio communication 
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utilizing a plurality of cells between the mobile station and a base station (column 1, 
lines 14 to 31), the neighbor cell notifying apparatus/method comprising: cell information 
extracting means for extracting neighbor cell information items (e.g. pilot signal power) 
for specifying respective neighbor cells corresponding to each of said plurality of cells 
(column 6, lines 60 to 65); cell rank determining means for determining ranks of 
neighbor cell information items that the mobile station is to be notified of (column 7, 
Iine35 to column 9, line 24), based on the neighbor cell information items extracted and 
on priority information items preliminarily determined for the respective neighbor cells 
(column 7, lines 5 to 34, the power level of each pilot channel is identified and initially 
reviewed); and cell information notifying means for notifying the mobile station of a 
predetermined number of neighbor cell information items among said neighbor cell 
information items on the basis of the ranks determined (column 1, lines 21 to 24 and 
column 9, lines 25 to 45, it is inherent in view of the disclosed information that the base 
station communicates the updated neighbor list including the power/signal strength to 
the mobile station). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 
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7. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

8. Claims 3-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent No. 6,119,005 to Smolik. 

Smolik teaches all the elements of dependent claim 3, including wherein the cell 
rank determining means is configured to: delete a neighbor cell information items about 
one of neighbor cells common to a first cell and a second cell out of the plurality of cells, 
based on the neighbor cell information items extracted by the cell information extracting 
means (column 7, line 36 to column 9, line 24, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to understand that if the pilot 
strength measurements ranked the first or second cell low on the rank list, then they 
would be expunged if the maximum number of members of list members was exceeded 
as taught in column 8, lines 38 to 31); and determine the ranks of the neighbor cell 
information items that the mobile station is to be notified of, based on the neighbor cell 
information items after the deletion, and on the priority information items preliminary 
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determined for the respective neighbor cells (column 7, line 36 to column 8, line 41, this 
process is repeating). 

9. Claims 4-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Smolik in view of U.S. Patent Application Publication No. 2003/0190916 to Celedon et 
al. 

Smolik teaches all the elements of dependent claims 4 and 5, except wherein the 
priority information items are determined based on handover rates or on the numbers of 
mounted channels of/in the respective neighbor cells. However, Celedon teaches in the 
same field of endeavor the use of both handoff count data and best candidate count 
data to determine the rank of various neighbor cells. See paragraphs 15 and 24. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made, to modify Smolik to include the additional consideration of handoff 
rates and best candidate counts (or load rates) in determining the rank of neighbor cells 
because this would allow for further optimizing of the neighbor list. See Celedon, 
paragraph 1 0. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. U.S. Patent Nos. 6,400,951 to Vaara teaches a selection of 
neighbor cells based in part on loading factors and 6,836,471 to Holma et al. teaches a 
handoff method that considers loading factors in selecting a base station. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Julie E. Stein, Esq. whose telephone number is (571) 
272-7897. The examiner can normally be reached on M-F (8:30 am-5:00 pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Urban can be reached on (571) 272-7899. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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